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Spanish revolution

The global downturn and changes to domestic practice
and procedure have altered Spain's prosecution and
enforcement landscape significantly. WTR takes a
detailed look at the effects on the Spanish legal market

Spain has played a central role in the development of trademark law.
It has become synonymous with the globalization and
harmonization of trademark procedures. The agreements
establishing the international trademark system bear the name of
its capital city (the Madrid Agreement and Protocol) and the choice
of Alicante as the seat for the Office for Harmonization in the
Internal Market (OHIM) reinforced its position as a leading voice in
IP protection. The rise of the Community trademark (CTM) has also
been good news for many Spanish firms, a significant number
regularly feature in OHIM’s lists of leading CTM filers. The general
sentiment from those who were on the ground at the time is that, in
the initial scramble to establish market share when the CTM system
came into operation in 1996, Spanish firms benefited from a
perception among some international clients that the proximity of
these firms to the European trademark agency gave them some sort
of advantage in terms of technical expertise.

Those years perhaps marked a golden period in the development
of the Spanish market for trademark-related legal services. Myriad
new names entered the fray. Foreign firms set up office in Alicante
to raise their CTM filing profile and also tried to develop some level
of national practice. Not to be outdone, Spanish firms made giant
strides to broaden expertise at EU level. At around the same time,
patent and trademark agents began offering services traditionally
undertaken by law firms. They engaged lawyers (abogados), thereby
transforming themselves into IP boutiques — Elzaburu being a
notable example. In response, some law firms, including Garrigues,
started to handle prosecution matters.

Work areas continue to blur but the transition is perhaps less
pronounced in Spain than in many other jurisdictions. “I would say
around 80% of prosecution work is still carried out by patent and
trademark agent firms,” says Joao Miranda de Sousa, head of IP
practice at Garrigues in Madrid. “Conversely, approximately 80% of
litigation work is undertaken by law firms.”

While the speed of change may be slower in Spain than in other
jurisdictions, it is starting to accelerate. The economic crisis is
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having a significant impact on the prosecution side of the market,
which is also directly influenced by the performance of the Spanish
Patent and Trademark Office — Oficina Espanola de Patentes y
Marcas (OEPM). Spanish practitioners have noted some
improvements here, but remain concerned by the quality of
decision making and a perceived lack of transparency. This is no
longer such a problem on the litigation front where the introduction
of part-specialized courts around five years ago changed the
enforcement landscape in Spain dramatically. However, as this
survey of the market shows, in some ways, the new courts have been
a victim of their own success.

Case for the prosecution

Spain’s economy is in freefall. The once booming southern European
market has seen one of the greatest reversals of fortune among EU
member states since the global meltdown hit. In the first quarter of
this year the Spanish economy contracted by its fastest rate in at
least 40 years. This is clearly demonstrated by the latest trademark
filing figures, which show a decline of around 14% last year.

According to the OEPM, approximately 60% to 70% of
trademark applications are filed through legal representatives, with
the rest being filed directly by brand-owning companies. Local
entities are the main users of the national system, as borne out in
the OEPM'’s filing statistics, which indicate that only around 4% of
national registrations originate from outside Spain.

In 2007 the OEPM received 57,833 applications. This dropped to
49,750 in 2008 and the number is likely to fall further in 2009. It
predicts that the final total for the year will be around 43,000. This
fits with the general trend across the European Union. On average,
national filings in Europe are down by 15% to 20%. However, the
OEPM’s director general, Alberto Casado, believes that this situation
is temporary and expects his office to return to a yearly average of
around 55,000 applications once the global economy recovers. The
OEPM is entirely self-funding and Casado confirms that the office
has a healthy surplus to dip into should the economic crisis lead to a
sustained drop in filings.

In the meantime, the OEPM is taking steps to ensure that its
pricing structure remains competitive in light of the recent cut to
CTM fees and to guarantee that registration remains an attractive
option for brand owners working to tighter budgets. Casado feels
that a reduction at the national level is vital for local industries,
particularly small and medium-sized enterprises. Under the current
fee schedule, the OEPM charges €154.38 per class to register a mark,
with renewals costing €178.73 per class. The application and renewal
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Spain’s most valuable brands
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fees are reduced by 15% where the application is filed electronically
(amounting to €131.22 and €151.92 respectively). “In general, our fees
already compare favourably with most other EU jurisdictions,” notes
Casado, “but we must do more, which is why we are cutting the
application and renewal fees by 15% across the board.” It will take
time for the reduction to be implemented as any change to the fee
schedule in Spain requires an amendment to the law. Nonetheless,
Casado is confident that mark owners will benefit from the
reduction soon. The OEPM has submitted the relevant proposal to
the government and it is simply a matter of time before it is ratified.

Casado took charge of the OEPM just over a year ago and this
latest initiative seems typical of his proactive approach to reforming
the national agency. Prior to becoming director general of the OEPM,
Casado was vice president at OHIM and was heavily involved in
developing the training and education programme there. “Being a
pioneer involved in the creation of the CTM system was a wonderful
experience for me,” he says. “My time with OHIM has certainly
influenced the plans I am putting in place to improve the
performance of the OEPM.”

Practitioners have noticed a difference, but they remain critical
of some aspects of the OEPM’s performance. Miranda de Sousa is
perhaps better qualified than most to compare the Spanish
trademark agency’s operations with those of OHIM and other EU
national offices. Until fairly recently he was director of OHIM’s
institutional affairs and external relations department, which also
required him to maintain close ties with national offices across the
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European Union. Following his move to Garrigues last year, he can
now assess the various systems from the point of view of the user.
“Judging the OEPM against other trademark offices in Europe I
would say that it ranks among the top tier of registries,” he says.
“Having said that, there are still many aspects of performance that
need attention.”

Examination issues

Once an application is filed it comes before a sub-section of the
Trademark Department, where it is first examined on formal
grounds. Ex officio examination of prior rights was abolished in 2001
so the mark is examined solely on absolute grounds. However,
Antonio Castdn, a partner with Elzaburu in Madrid highlights an
important difference between Spanish examination procedure and
the systems in place in most other jurisdictions. “Unusually, in Spain
the official examination as to absolute grounds takes place after
publication,” he explains. At OHIM, for instance, CTM applications are
examined first on formal grounds and then on absolute grounds. It is
only once these steps are completed that the mark is made available
for opposition. In contrast, under the Spanish system, once the
formal assessment has been carried out the mark is then published
for opposition, with examination on absolute and relative grounds
occurring simultaneously. “The OEPM also examines ex officio
whether the trademark consists of a name, surname, pseudonym, or
any other sign which, to the general public, identifies a person other
than the applicant for the trademark,” adds Castan.
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